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Art Unit: 1751 

The listing of references in the specification is not a 
proper information disclosure statement. 37 CFR 1.98(b) 
requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP 
§ 609.04(a) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper." 
Therefore, unless the references have been cited by the examiner 
on form PTO-892, they have not been considered. 

This application contains claims directed to the following 
patentably distinct species : 

I) proton- conducting perovskite (s) of the formula Ai_ x - 
g P x Bi- y Q y 0 3 _g' (claim 11) 

II) proton- conducting perovskite (s) of the formula (A' 2 - 
y A' / y ) 2 (B 2 -nRn)Ot- g (claim 16) , 

III) proton-conducting perovskite (s) of the formula 
A 2 (B / i +b B' 'i- b )0 6 _ g (claim 21), 

IV) proton -conducting perovskite (s) of the formula 
A 3 (B'l+bB' ' 2 -g)0 9 -g' (claim 24). 

The species are independent or distinct as each is direct 
to a separately patentable family of proton- conductive phase. 

Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species for prosecution on the merits to which the 
claims shall be restricted if no generic claim is finally held 
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to be allowable. Currently, claims 1-10 , 20 and 27-29 are 
generic . 

Applicant is advised that a reply to this requirement must 
include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an 
election. 

Upon the allowance of a generic claim, applicant will be 
entitled to consideration of claims to additional species which 
depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are 
readable upon the elected species. MPEP § 809.02(a). 

During a telephone conversation with Mr. David Fonda on 
06/14/06 a provisional election was made with traverse to 
prosecute the invention of Species I, claims 11-15 (and generic 
1-10, 20 and 27-29) . Affirmation of this election must be made 
by applicant in replying to this Office action. Claims 16-19, 
21-26 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17(i). 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 2, 4-7, and 11-15 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The term "...substantially structurally and chemically 
identical" in claim 2 is a relative term which renders the claim 
indefinite. The term is not defined by the claim, the 
specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not 
be reasonably apprised of the scope of the invention. 

In claims 4-7 and 11-15, applicant should amend the current 
claim language "represents one of" and "selected from the group 
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consisting essentially of" to proper Markush form --selected 
from the group consisting of--. Also, claims 4, 5, and 11 
should recite ranges for all required variable subscripts . 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 
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4. Considering objective evidence present in the 

application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 3 5 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-9, 11-15, 20 and 27 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kuenstler et al (Physical- 
chemical investigations...) . 

Note that a full English language copy of this reference 
has been ordered and will be provided to applicant as soon as 
possible . 

Kuenstler discloses the system BaCel-xMex03 -<SYM97> (Me = 
Gd, Eu, In) was prepared in a concentration range 0.05 <SYM163> 
x <SYM163> 0.25 mol and the phys . -chemical properties 
ascertained. The doped barium cerates correspond with the 
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structure of the BaCe03 with a small amount of Ce02 . The 
compds. are stable in reducing and oxidizing atmospheric and 
have a high solubility of oxygen. The doped BaCe03 indicate a 
point defect behavior in the oxygen partial pressure range 1-10- 
6 bar. The maximum of the total elec. conductivity was found at 
a content of 0.15 mol for Gd01.5, In01.5 and 0.10 mol for 
EuOl.5. The elec. conductivity of Gd-, Eu-doped BaCe03 exceeds 
the conductivity of 17% yttria-stabilized zirconia (Y17SZ) . The 
mean ionic transport number is ti on = 1 in hydrogen above 700 °C 
whereas in argon a deviation from 1 is observed A small 
deviation from 1 is detected also for Eu- and In-doped BaCe03 
under hydrogen at 850 °C. Our investigations cover the 
temperature range 700-1000 °C (Abstract) . The disclosed 
combination of BaCei- x EUx0 3 - y and Ce0 2 specifically or inherently 
meets each of the claimed limitations. 
The reference is anticipatory. 

Claims 1-15, 20 and 27 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Balachandran et al (Solid State Ionics) . 

Balachandran discloses mixed- conducting oxides used in 
applications such as fuel cells, gas-separation membranes, 
sensors and electrocatalysis (Abstract) . Specifically disclosed 
are proton- conductors BaCeo.95Yo.05O3 (page 364 Experimental and 
page 366 Section 3.2). The conductivity of the material in 
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argon and water vapor is disclosed (Fig 5) . Although the 
reference does not disclose the presence of an "electron 
conducting phase" (i.e. cerium oxide), such would inherently 
form as a reaction product between the BaCeo.95Yo.05O3 and H 2 0. 
See instant specification para 0024. The reference specifically 
or inherently meets each of the claimed limitations. 
The reference is anticipatory. 

Claims 1-15, 20 and 27-29 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Wall in (5,670,270). 

Wallin discloses a composite oxygen electrode/electrolyte 
structure for a solid state electrochemical device having a 
porous composite electrode in contact with a dense electrolyte 
membrane, which electrode includes: (a) a porous structure 
having interpenetrating networks of an ionically-conductive 
material and an electronically-conductive material; and (b) an 
electrocatalyst different from the electronically-conductive 
material, dispersed within the pores of the porous structure 
(Abstract) . Suitable electronically-conductive materials and 
electrocatalyst s include metallic or semi -conductive materials 
such as metals, conductive metal alloys, conductive metal 
oxides, and mixtures thereof. Examples of suitable metals 
include platinum, silver, palladium, rhodium, iridium and 
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ruthenium. Examples of suitable conductive metal alloys include 
conductive metal oxides such as the rare earth perovskites 
having the general formula: Ai- a A'a Bi_ b B ! b 03-.deita., where 0<sa<sl; 
Oisbsl; -0 . 2<sdelta«s0 . 5 ; A is at least one rare earth cation such 
as La, Pt, Nd, Sm or Tb; A 1 is at least one dopant cation, such 
as the alkaline earth cations Sr or Ca; B is at least one 
transition element cation selected from the group consisting of 
Mn, Co, Fe, Cr, or Ni; and B f is a transition element cation 
different from B. Examples of other conductive metal oxides 
include the products formed from mixtures of In203 - -PrOl . 83- 
Zr02, having composition ratios of In203 of 0 to 90%, Pr01.83 of 
10 to 100%, Zr02 of 0 to 50% and the products formed from 
mixtures of Co30.4--Pr01.83--Zr0.2, having composition ratios of 
Co304 of 0 to 70%, Pr01.83 of 30 to 100% and Zr02 of 0 to 50%. 
Other conductive or semi -conductive materials having a 
conductivity of at least 0.1 S/cm at the cell operating 
temperature may also be useful. (Col 3, line 57 to Col 4, line 
19) . Suitable ionically-conductive materials include strontium- 
doped BaCe03 (Col 4, lines 40-45) . The reference also teaches 
the presence of additional conductive materials such as Ag (Col 
5, lines 55-66) . The reference specifically or inherently meets 
each of the claimed limitations. 

The reference is anticipatory. 
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In the event that any minor modifications are necessary to 
meet the claimed limitations, such as selection of a particular 
Lanthanide series element or second electron conducting phase, 
such modifications are well within the purview of the skilled 
artisan. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

The remaining references listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Douglas McGinty can be 
reached on (571) 272-1029. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 



Mark Kopec 
Primary Examiner 
Art Unit 1751 




MK 

June 20, 2006 



